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; REMARKS 
This is a full and timely response to the final Official Action mailed on June 16, 2004 

(Paper No. 4)- Reconsideration of the application in light of the following remarks is 

.t 

respectfully requested. 

No amendments axe made by this paper, as explained above. Claims 3-8, 1 1-16,; 18, 
19 and 21-29 remain pending for consideration. 

With regard to the prior art, claims 1, 3-9 and 1 1-29 were rejected as unpatentable 
under 35 U.S.C. § jl 03(a) over the combined teachings of U.S. Patent Publication No. 
2002/0104097 to Jerding et al ("Jerding") and U.S. Patent Publication No. 2002/01 I67p6 to 
Bahraini ("Bahraini")- Claims 2 and 10 were rejected as unpatentable over the combined 
teachings of Jeidirig, Bahraini and U.S. Patent No. 5 5 883 5 901 to Chiu et al. ("Chiu"). For at 
least the following reasons, these rejections are respectfully traversed. 

Claim 23 rfecites: 

A set-top unit for connection to a cable television system comprising: 
a control channel tuner; ; 
at least one programming tuner; and 
a processor for controlling both said tuners; 

whibrein said processor is configured to concurrently control both said control 
channel tuAer and said at least one programming tuner to scan a frequency band to 
locate a coiitrol channel , 
(emphasis added).; 

In contrast; the combination of Jerding and Bahraini fails to teach or suggest using 
two tuners concurrently, a control channel tuner and a programming tuner, to locate a control 
channel. As represented by the Office, Jerding teaches a set-top including two tuners, aind 
Bahraini teaches using a single tuner to scan for a control channel. However, neither 
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reference teaches dr suggests a set-top unit that includes and concurrently uses two tuners to 
scan a frequency band to locate a control channel, as claimed. 

The recent Advisory Action of November 2, 2004 agrees that "neither Jerding nor 
Bahxaini shbw controlling the [two] tuners concurrently." Consequently, the Advisory Action 
takes official notice "that is it well known and expected in the art to control two tuners ait the 
same time." Even if this were so, it does not mean that it is well known in the art to control 
two tuners concurrfently to locate a control channel as claimed. 

However, it is not true that it is well-known to use two similar tuners concurrently, 
both of which can search for a control channel as claimed. In support of the Official Notice 
taken, the Advisory Action cites new prior art, namely, U.S. Patent No. 6,807,676 to Robbins 

et al. C*Robbins"). i Robbins, however, as cited in the Advisory Action, teaches a video tuner 
i < 

(120) and & 6i&Xail\audio tuner (202) that are used simultaneously. The audio tuner (202) is in 
i ; 

a separate module,! while the video tuner (120) is part of a settop terminal (112), The audio 

timer (202) would not be capable of locating or tuning a control channel in a cable television 
system. Thus, Robbins cannot support the position that it would have been obvious to 
concurrently use two similar tuners. More importantly, Robbins does not teach or suggest 
concurrently using; two similar tuners in a set-top unit to locate a control channel as claimed. 

. : i ! 

The; simpki fact is that no prior ait of record teaches or suggests the claimed set-top 

i . ■ 
unit that includes two tuners and that uses those tuners concurrently to locate a control .. 

channel in a cable television system. The Office has failed to indicate how or where the cited 

prior art teaches using two tuners concurrently to locate a control channel as claimed. 

The Office' concedes that Jerding and Bahrain! do not teach concurrent use of t\yo 

tuners, Robbins simply teaches the concurrent use of two different types of tuners, a single 

video tuner and an 1 audio tuner in a separate module. 

! ! I 

i 12 
i 
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I 

"To establish prima facie obviousness of a claimed invention, all the claim limitations 

j 

must be taught or suggested by the prior art. In reRoyka, 490 F.2d 981, 180 USPQ 580; 
(CCPA 1974)," mLp.EJP. § 2143.03, Accord. M.P.E.P. § 706.02(j). For at least this reason, 
the rejection of claims 23-27 should be reconsidered and withdrawn. 



Claim 28 recites: 

A set-top unit for connection to a cable television system comprising; • 

a control channel tuner; 

two or more programming tuners; and 

a processor for controlling said tuners; 

wherein said processor is configured to concurrently control said prograitiming 
tuners to scan a frequency band to locate a control channel, ■ 

As demonstrated above, the combination of Jerding, Bahraini and Robbins fails to 
teach or suggest u&ng two or more tuners concurrently to scar* a frequency band to locate a 
control chahnel, a4 claimed. Again, "[t]o establish prima facie obviousness of a claimed 
invention, all the qlaim limitation must be taught or suggested by the prior ait. In re Royka, 
490 F.2d SfZl, 180|USPQ 580 (CCPA 1974)." MP.E.P. § 2143,03, Accord. M.P.E.P. § 
706.02(j). For at least this reason, the rejection of claims 28 and 29 should be reconsidered 
and withdrawn. 



Claim 6 redites: 

A $et-top unit for connection to a cable television system comprising: 

a control channel tuner; 

at lfeast one programming tuner; and 

a processor for controlling said tuners; 

wherein said processor controls said at least one programming tuner to scan a 
frequency band to locate a control channel; 

wherein said processor divides said frequency band among said control • 
rhainTiftl tu ner and said at least one programming tuner, and con trols each said tuner to 
search a different portion of said frequency band for said control channel . ; 

! 13 !' 
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(emphasis added). 

Claims 14, 19 and 22 recite similar subject matter. 

Thus, these claims, as exemplified by claim 6, again recite that two similar tunerjs, a 
control chahiiel tuner and a programming tuner, are used together to locate a contr61 channel. 
The frequency band to be searched is divided among the two tuners so that the search can be 
completed more quickly. 

As demonstrated above, the combination of Jerding, Bahraini and Robbins fails to 
teach or suggest concurrently using two tuners to search for a control channel. The 
combination further fails to teach or suggest dividing a frequency band among the two timers 
as described in claim 6. ! 

Iii r^sponsei the Advisory Action again resorts to taking Official Notice that it is! well 
known to split up a task among similar components to facilitate processing. This, however, is 
irrelevant. The combination of references cited does not teach or suggest using multiple; 
similar components to conduct a single task, e.g., searching far a control channel. Thus, even 
if the Official Notice taken is given credit, the prior art still does not teach or suggest a \ 
processor tliat divides a frequency band among two similar tuners in a search for a conttol 
channel. \ 

In support of the Official Notice taken, the Advisory Action cites U.S. Patent N6. 
5 £20,580 ;tb Heberle et al. ("Heberle"). However, Heberle does not teach or suggest • 
dividing uji a frequency band among two tuners in the search for a control channel. Heberle 
rather teacHes synchronization of a phase-locked loop. Thus, if the teachings of Heberte were 
combined \yith those of Jertiing 3 Bahraini and Robbins, the combination still would notjteach 

! j 

or suggest dividing a frequency band among multiple tuners that are concurrently controlled 

; ; i 

to search for a control channel in that frequency baiid, as claimed, j 

: ; 14 j 
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Again, "[t]o establish prima facie obviousness of a claimed invention, all the claim 
himtations must be taught or suggested by the prior art. In re Royka, 490 F. 2d 981, 180 
USPQ5S0"(CCPA1974). M M.P.E.P. § 2143.03. Accord. M.P.E,P. § 706.02Q). Foratlbast 
this reason, ;the rejection of claims 6-8, 14-16, 19 and 22 should be reconsidered and 
withdrawn; 

Claim 3 recites: 

A set-top unit for connection to a cable television system comprising: 

a control channel tuner; 

at least one programming tuner; and 

a processor for controlling said tuners; 

wherein said processor controls said at least one programming tuner to $can a 
frequency band to locate a control channel; 

wherein said processor controls said at least one program ming tuner to tune 
frequencies in said frequency band and identify frequencies carrying an active signal: 
and! 

'! wherein said processor controls said control channel tun er to tune said 
frequencies carrying an active signal to locate said control channel , 
(emphasis liidded). 

Claims 1 1 '18 and 21 recite similar subject matter. 

Thuis, these claims, as exemplified by claim 3, again recite that two tuners, a control 
channel tuiriier and a programming tuner, are used together to locate a control channel. One 
tuner is usjbfr to se&rch for frequencies carrying an active signal, while the second tuner is used 
to tune thdse frequencies with active signals to determine which is a control channel. 

As- demonstrated above, the combination of Jerding, Bahraini and Robbins fails to 
teach or siiggest using two tuners to search for a control channel. The combination further 
fails to teaifcjh or suggest using the two tuners as described in claim 3, one to search for active 
signals and' one to determine if an active signal, once located, is a control channel. 
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The Advisory Action likewise fails to indicate how or where the prior art teaches this 
subject matter. As footed above, Jerding teaches a set-top including two tuners, and Bahrain! 
teaches usitig a single tuner to scan for a control channel Nowhere does this combination 
teach or suggest using two tuners concurrently, let alone using one to find active signals and 
the second; to folloW up to determine if any of the active signals are control channels. 

Again, "[t]6 establish prima facie obviousness of a claimed invention, all the claim 
limitations'; must be taught or suggested by the prior art. In re Royka, 490 F.2d 981, 1 80 
USPQ 580 (CCPA; 1974)." MJP.E.P. § 2143.03. Accord, M.P.E.P. § 706.02(j). For at least 
this reasori; the rejection of claims 3-5, 11-13, 18 and 21 should be reconsidered and 
withdrawn- : 

hi none of the foregoing rejections has the Office succeeded in making out siprima 
facie case of unpatentability. Each of the rejections made relies, fatally, on ineffective 
Official Notice, inaccurate arguments of inherency and general attempts to read subject matter 
into the cited prior-that is not, in fact, taught or suggested. It is incumbent upon the office to 
identify w&fcre in the cited prior art each claimed element may be found. Ex parte Levy, 17 

U.S.P.Q.2# 1461 (IBPAI 1990). Consequently, when the Office fails to identify a claimed 

i \ '; 

element, the Office has failed to establish a prima facie case of unpatentability. 

In 'She present case, the cited prior art does not anywhere teach or suggest the 

concurrent, use of two tuners to locate a control channel. The cited prior art does not 

i 

anywhere teach or jsuggest dividing a frequency band among two concurrently-operating 

tuners to locate a control channel. The cited prior art does not teach or suggest using one 

ij i 

tuner to locate active frequencies and a second tuner to determine whether those active 

'■ ■ i 

frequencies carry A control channel, 

16 
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Fcjr the foregoing reasons, the present application is thought to be clearly in condition 
for allowance. Accordingly, favorable reconsideration of the application in light of these 
remarks is Courteously solicited. If any fees are owed in connection with this paper which 
have not b&en elsewhere authorized, authorization is hereby given to charge those fees to 
Deposit Account 1 8-001 3 in the name of Rader, Fishman & Grauer PLLC. If the Examiner 
has any coinments or suggestions which could place this application in even better form; the 
Examiner is requested to telephone the undersigned attorney at the number listed below. 

Respectfully submitted, 



DATE: 13j! December 2004 



Steven LJ Nichols, Esq. 
ManagingjiPartner, Utah Office 
Rader Fishman & Grauer PLLC 
River Parte (Corporate Center One 
10653 S.iRivex Front Parkway, Suite 150 
South Jor-d^n, Utah 84095 

(801) 57^8066 
(801) 572{7666 (fex) 
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the date indicated abosesljfarTenver*^^ for Patents. Alexandria, VA 22313-1450* 
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